® 0oz

OVERRULED

How the Supreme Court Will Reestablish Control Over the Patent Law'
0000000000000 O0O0000000D0DOOO000000oDO

Oodoog Timothy J. Malloy, Esq.*

Patrick V. Bradley, Esq.t
Joseph M. Pennellt
dododooooooooooogood

0018090100 01200 0000000000
O O OIPA] Intellectual Property Owners Association:
O00000000oooo0oooooooooooo
0000000000000 0ooO0ooooooo
gooogoooobobobobobobbbobooogd
O0ooO0oOoooooooooo

000U0o0o00o0oooooooooooooo
gooboooboboooooobobooboooogoee
00o00U00o0oO0ooooooooUoooooooo
godddooooooooooboboboboooooo
00000000 DODOOdCourt of Appeal for the
Federal CircuitD 000200 0000000000
pgobdddoooooooooooboboobooobo

0000o0o0o0o0o0oooo0ooooooooooo
goddddooooooooooboooooooon
0000000000000 0OeBayd 00 eBay,
Inc. v. MercExchange, LL.C.C**O00000O00O0OO
O00000OKSROO*OO0Medlmmuned O°0 00
0o0o0oooO0o0o0oo0oooooooooooo
gooddoooooooooooooooooon
00o00oo0o0o0oooooooooooooo
goooooooo
O0000o000o0ooooooooooooa
ooo0oooO0oo0oooO0oooooooooooo
oo ooooboobooooo
0000000000000 00000000O1983
godddooooooooooboobooooo
00o00oo0o0o0oooooooooooooo

1M 0000ogooo20060IPOO0OCOOOODOO Timothy J. MALLOYO 0 000000 OO OO McAndrews, Held & Malloy,
LdO0O000000000000000000000000000 00000000000 FoundingPartnerd 00000
0 O O O Eli Lilly and Company v. Medtronic, Inc.,, 496 U.S.661: 0 0 0000000 OQOOOOOOOOODOOOOODOODO
0000000000000 00Do00ooD0ooDooooOEiLiyDOOOOOOO0O0ODOODOoOOOg
goooboooobooobooobooobooboooboobomooboobobooobooboboooboobooboooDbo
00000000000 D0DOO0OOONational Register of Who's Who, Chamber's U.S.A.-America's Leading Lawyers,
Strathmore's Who's Who, alJ O Illinois' 100 Super Lawyers0 0 0 0 0 0 00O M
* Founding Partner, McAndrews, Held & Malloy, Ltd. T Associate, McAndrews, Held & Malloy, Ltd. f Student, Harvard Law

School.

2000000000000000000O0O000O0DO0O17ODO0O0O200509029000¢MM

30 eBay Inc. v. MercExchange, L.L.C., 126 S. Ct. 1837 (2006).
40 No. 04-1350, 2006 U.S. LEXIS 4912 (June 26, 2006).
50 No. 05-608, 126 S. Ct. 1329 (Feb. 21, 2006).

2007.1.30.n0.244 ({J) tokugikon



cooboooooobocOooooooooboOooono
OooooobDooooOoorRODOOOOODOO
cooboocoooooOoobooobooooooonon
oobDooDbOooogoegboobooooooDo
cooooboooooooooooooobooooon
cooobooooooooooooooooooonn
cooboboooooooobooboobooooooono
cooboooobooOoooooooooooOooon

ooboooooooooboboooboooooon
cooboocooooooobooobooooooonon
oo0* 0000 ooobboooooooooDo
cooboooooooooboocobooooooonon
coooboooooooooboooooooooonn
ooiooooooobooooooooooon

ddoddoddooooooooooooooogod

gob|moobogogboobooboooobooboog
gboobobooooooboobobobooooon
g“ oobobo” booboboobooboo

eBay, Inc. v. MercExchange, L.L.C.O O

2006050 15000000000 eBayd 0 0 OO
ooooo0oooooooooooooooogo
00000000 D dpermanent injunctiond0 O O
ooooooooo

O0OO0OeBayD OO OOOOOOOOOOOOOO
gdoooooooobbobobbbooboogad
goooOoOoOoOoOoOoOoOoOoOoOpoOoUODbOOoOoO

00000 DOODOOMercExchangeO OO DO OO
oot tdeBaypooogd
O000oo0ooooOnooooooooooo
dddoooooooooobobbobobooooog
00000000o0oooooooooooooo
go0o000oO0oO0O0oO0O0OoOooOoDooOWWoooo
gdddooooooooobobbobobbooobooo
000o000o0o0o0ooooooooooooon
0000 MercExchangeO OOQOQOQOGOGOd

O permanent injunction0 00000003

gobooboobbobooboboobonog

gboboooocooooobobobooooooo

00000000000 permanent injunctiondO O
gboboboboboooboobobobooesg
00000000 o0o0ooooooooooooo
doooooooooobobobobbboboood
000000oo0ooooooooooo

gooddddoooooooooooooon
o0o000“00000o0oooooooooo
000" 0O0o0ooUoOooooooooooo
O permanentinjunction0 000000000000
000000000ooo0oooooooooooo
gooooooooboobobobobbboooogd
04000000000000000000000
god

goooooogo
...... gobooobbooobobboooboboo

60 00 00ForumShoppingD 0000000 DOO0OO0OOO0O0OOOODOOO0OOOO0OOOOOOODOOOODOOOODODOO
goooooooooooooooOoOoOoOoOoOoOoOoOoOoOoOoOoOOOU0OO0O0ObOOObODbOOO0OODbOOOObOOOODOn
gobooooooooobooooOooOoOoOOoOoOoOoOoOoOoOoOoOoOoOOoU0OOOO0OOOOODOOOOOOOOOObOOODO
0000000000000 00000000000000000D00O0OjurisdictionDO0O0O000O0O00O0O0DOOOODOO
ooo0oo0oooooooO000oo0ooOoOO000000OOODO0O0000DOO0O0O0000000DO00O0 Shoppingd
gooooooooooooooOoOoDODODODOOOOOm

70 J00o00000oO0oO0O0o000oOoO0O0o0U0ODOoOO000U0OOO0O000OO0O000O0OOO0OO0OOOOOOOO
0 0 O O Holmes Group, Inc. v. Vornado Air Circulation Sys., Inc., 535 U.S. 826,833 (2002). 1 0 000 000000000O000O
0000oo0oOooOooOopoOoooOoOoOoOoOOOOOODODODOODOOId. at839 (Stevens,J.,0000).

80 MercExchange, L.L.C. v. eBay, Inc., 401 F.3d 1323, 1339 (Fed. Cir. 2005). 00 00000 000000000 OOOOOO
00o0o0o0o0o0o0o0o0o0o0o0o0o0o0o0o0o0o0oO0O0LO0O0O0DO0OO0OO0OO0OOO
00O0000D00OOId. (quoting Rite-Hite Corp. v. Kelley, Inc., 56 F.3d 1538, 1547 (Fed. Cir. 1995)).

tokugikon @ 2007.1.30. no.244



gobooooooocooooocoooocOoooon
goboooooooooooboooboonooon
obooooooOoocoOobooocoOobobocOoooon
gooooOoooooooooooDoooooon
gobooooooocooooooOooboboonooon
gobooooooooobooooooooooon
obobooboooooooooooooobooooon
goboooooboocoobooocoooboocoooon
oobooOoooooooooooooboooooon
uobooooOooocooooocoOoobocOonooon
gooboOooooobbobbooboDbOoOoOooon.. o0

coooooobooooooooooocooon
ooooooooo4doooooooooononono
gobooooooooobooocoooboocOoooon
gooooo*»goooooooooooooogd
gdooboboob2b0ooooooooooooooo

ooobDoOooooooooooooooooDo
goboooooooobooooboooooooo
oooooooooo4000000000o0o0o00
gboboooooooooboboor booo
gobooooooooboooboooooooa
oboooooooooboooboooooobooooon”
gboboobo400000000CO0O000DOO
gooooboooooooboooooo=g

oooooooboooobooooooooooo
goboooooooooooooooooogd
coobiooooboooobboooooooooo
gobooooooooboooboooooooa
gobooooobobooobooooboooooonDo
goboooooOooooboooooooooooo

oooo=d
oooooboooooooooboboooooogooon
oobobooooboocoooocOoOooboOooooon
ooooooooooboboobooooobooog
oooboooobooooooocoOooboooooon
ooboooooooooooocoooooooon
oooooboooooooobooood
coboooobooboboocoobooooooobooo
ooooooooboobooobobooooboooon
U 0o0ooooOoocOoobooOoOoO0oobo40000
ooooooooooooooor s=goooog
oo“ 0ooooooooboo” oobboooooo
gobooooooboooobooooooooooo
goboooooobooooboooboooooooo
gobooooooooobooooooOooooa
ooooooooooooooomooooooo
goboooooooooooocooooboooooo

goooooooooooobooooooo

...... goooooooobooooooooood
goboooooobooooboooboooooooboo
gobooooooooobooooooooooa
goboooooooooboooooboooooboo
uoboooooooooboooooboOooooo
gooooooooooboooooboboOooooboo
ooboooooooooboooooboooooboo
gobooooooooobooooooooooa
gboboooocoooooooboboooboooo
gobooooooooobooooooOooooa
goboooooooooboooooboooooboo
uobooooooOoooobooooooboOooooboo

90 eBay, 126 S. Ct. at 1841 (emphasis added).

oooooob4000000000000001000000000DOOOOOO020000000000000O0O0O0O0OOG
goboooooooooooOoooooom3sgooooooooboo0oooooooooooooboooooooooaon
gob0o0oo0oo4000000000000000O0C0O000000O0O0O0OC0O0OO400000000O0C0C0O0000000

ooood

110 1d. at 1841 (Roberts, C.J., concurring) (emphasis in original).

1200 1d. at 1842 (Roberts, C.J., concurring)
130 1d. (Kennedy, J., concurring) (emphasis added).

2007.1.30.n0.244 ({® tokugikon

me Jusied ey} JeAQ [03U0) ysiigeIsesy I Mo sweidns eyy moH  aITNYYIAO @



coboboooooobocoobooooooboOooono
oooboooooboobooooooooobooboooDo
coooboooocooooboooOoooooocooon
OooooOoboboOoboooobooooogoDo
coboboooooobocoooboooooobooboooono
ooooovad

ooboooooobooooboooobooooooo
cobooooooboboooooooooD b
ooboboooooboobooooooooooooono
cooooooooocooor »oboooooon
OooooOobobooboooobooooogoDo
o0 ooobOoooooocobooboooooon
cobooooooooboooooooroogo
ooooog=d

gooooo

gooooOoOoOoOoOoOoOoOoOoOOOODOoOo
0ooooooooooooooobooooooo
000000000000 OOoOooOUooooo
0000000000000 0oUOUbeBayd oo
do2000b0b00000goooooooo
o0o0o0o0oOoOooooooooDoooooo

gooooooboobobooboooooon
gdoooOoO0OOoO0O0OoQ0U0oOoOoOoOOoOoOooo
dooooooboooobooooo obooo
oo0O0” oooooooooo* ooooooor
goooOoOopoOoOopoOoOopOoOopoOoOopooooo
gobbooobbooobbooobobuooobbo
OO0O0OCOOOOOOoOONTPOOOODOOOOO
O O BlackBerry®™® [0 00O 00O O O Research in

Motion ORIMO 00000000 OOOOOOO
gooorRMOOOODDODODOOOOOOOOOO
O00o0oovYwWoooO0ooOooooooooooo
gooooobooooooobooobo* bogr
ooooooo
000U0o0o0o0o0oooO0ooooooooooo
gddddoooooooobobboboboboobooo
000000o0O0o0ooo0ooooooooooo
godddooooooooobobbobobobbobooo
000000000oo0o0o0o0ooooooooo
goooobobooooooog
010000o0000oo0oooooooooooo
O00OeBayd OO O OOO
g0doogouspTOOOOOOOoOoOOOOO
O000oo0oOoKsSROOOOOOO
0300000 oo0obooooooobooooo
000000000 DOgood standingD 0 OO
dooooooooooboboobobboooboog
0000000oOoooooooooooo
OMedimmunOOOODOOO
googooooboobobobobbboboogd
0000o00o00oooo0oooooooooooo
goobobooooooboooooobobooood
000000000oooooooooooon
Jooooooooooboobobobbooooood
O00000000oooo0oooooooooooo
000U00o0o0o0oooo0ooooooooo® oo
oo’ ggooooooobbomuooooooo
0000000000 2000000MO00oooo
goooooooooobobobobbbooobooogad
O0ooooo=x

140 Id. (Kennedy, J., concurring) (citations omitted).

10000000 0eBayD OOOOOOODOODOOOOOOOOOO

1601 eBay, 126 S. Ct. at 1842 (Kennedy, J., concurring).

170 See NTP, Inc. v. Research in Motion, Ltd., 418 F.3d 1282, 1326 (Fed. Cir. 2005).

BooooooooOoooooooooooooOoooooooooOoooboOoOoooooooOooOoOooO0oOoOoooooooOon
gooooooooooooooooooobooooooooooOooOobooo0oooooooOoOoboobOoOooooooOoobooonoo
govuspToOOOOOOOODOO00O0O0C0COOO0O0OOOOOOOOODOOOOOOOODOOOOOOOOODOO
goooooooooooooooooooOoOoOOODOODODODO

tokugikon @ 2007.1.30. no.244



tcobooooooboobOooooobooooooon
goobooooooooobobOobooooooo
gobooooooocooooocoOooboonooon
ooooOoo0ooo0o0ooooOooDoOoooon
gbooooooobooboooboooocooooD O
gooooor Ooooooocoooocoooon

gbooboobooboobbooboomobDobio

gboboobobobooobooooomog
gogboobobooboobbooobooboon
gboobobooooboobobobooooog
gogboobobooboobobooobooboon
goboobobooboobooobooboon
gboboboooooboobobobooooog
goboboobobooboboobon
obooooo* 0" obobooooooogo
goboboobobooboboobobdg
gbooboboooooboobobobooooog
gogbodobobooboobobooobooboon
goboobobooboobooobooboon
gbooboboooooboboboboooooog
oboooooooboossmoooooooobooon
goobooooo
goboobooboboobooboooobooo
gbooboboooooboobobobooooog
gogboobobooboobobooobooboon
goboobbooboobooobooboon
gbobobooooobooboboboooooog
gbobobobooobobeBayb oo ogd
ooooboboobooboooobo1loooog
googboooboboobon
goboooooboboobobooboooboooo
KSROO O MedimmuneO OO ODOOO00OODOOO
gbbooobbooooobobooobboobn
gz0f3goooobooooooobooobogon

ooooobooooooooao

KSR Int'l Co. v. Teleflex, Inc.d O

gooooKsROOOOOOoooooooooo
000U00o0o00o0oo0oooooooooooo
OO0O00ODODoOOO* teaching-suggestion-
motivation” 0000000000 O0OOOOO
godddooooooooooboooboooooon
oooooooooo

00000U00o0ooo0ooO0ooooooooo
Graham v. John Deere Co. >0 000000000
103000 0000000000000 0OOO0O
gogooodboooboobooobooboooo
“J000000000000000O0OO0O00d
Jo0ooooOo"dGrahamO OO 0O OO OO 1030
00000000000 ooooooooo
dodoooooooor oobobobooooboooog
ool 0bbooooooooooooo
0020 0000000000000 OOOO
oooooooooboooooo M3ty ooo
000000000ooooOo"m4 Doooo
dodooooooooooobobbobobooboooog
0000000000 Dooooooo2o
0o0o0odoooooooooooooon oo
gooogoooobobobobobobbbbobouoogd
O0"000o0o000* o0ooooo" oooooo
goooogo=g

0000000001980 00000oooon
Jooooooooooboobobbboooogd
00000000 DO0O0O0UOOoooooooo
O00D00O0D00O0OOteachingsOOOOOOOODOO
pgdddddooooooooobobooboooboon
000D 0O0O0Osuggestiond OO0 OO O teachingO

190 Teleflex, Inc. v. KSR Int'l Co., 119 Fed. Appx. 282, 286 (Fed Cir. 2005).

200 383 U.S. 1 (1966).
2101d. at 17.
2201d. at 18

2007.1.30.n0.244 (D tokugikon

me Jusied ey} JeAQ [03U0) ysiigeIsesy I Mo sweidns eyy moH  aITNYYIAO @



OO0O00O0OOmotivationD OO 00000 OOO
gododddooooooooooobobobooooo
0o0o0oooO0oo0ooooooooooooooo
gooodoo=xoobbobboodoogooooo
O00000000ooo0oooooooooooo
O0DOOO0D00O0O0O" O0ODOsuggestion OOO0O
goooboboooubobe+~0booobooa
suggestion, teaching, or motivation” 0O 0O 0O O 0 10
oo0oDooobm20b00000m3oooog
oooooooooo oooooooooor
goooobooboooooobobooooo®d
0000000 oooooooooood
0000000000 UUUoooooooDooo
gbdddddooooooooobobooboooobo
0o0o0oooO0o0oU0ooO0ooUoooooooooo
gododddooooooooooooobooooo
0o0o0oooO0oo0ooooooooooooooo
go0ooo0oboooobobooooobooooooo
0o0oooooooooooooooooom o
O000O00D0OD0OO0O0D0O0Osuggestiondd dd
OteachinglD 00O 0O 0 0O OO motivation™ 0O0O0O
000 00000 oooooooooogesd
‘go0o0oobobooooor *#oooooogon
000000000000 oooooooooo
00" dgoooooobooboboboboooogd
0000O000*00000000000o00ooo
0000000000000 o0ooooooooo

ooooDoOoooooooooooooOozm
000000000000 DOO00000DO KSR
O000D0O0D00D00ODO" suggestion” OO OO
0000000000000 amicicuriaed0 000
Oo00oooooooDoooooooooo
OGrahamO OO OO OOOOOOOODOOODODOO
oo moooooooooo
ooooo0ooOo0o0oOoUoobOoooUooooo
000d0O0O0oOoOoDoOoODOOsuggestiondd OO
OteachingDO OO OO O OmotivationD0 OO0 OO
dddooooooooooboboboboboboooog
godooo00oQ0OoO0oO0Oo0oOO0OoOULbOooo
oooUooooooOooOooDooooooooo
000000 OooO*»MX0000000GrahamO O
ooooooooooooooooooooooo
000000 " 000 suggestion[d O O O teachingM
OO0OO0OO0OOmetivation ODOOODODODODODO
gdddoooooooooobobobobobooboooon
0000000000000 UUOsuggestiond O
O OteachinglD 0 O O 0O O O O motivationO O O
pgoodddouooooooo oo boobobo
oooooooom
ddddooooooooooboobooboooo
00000 crahamOOO0OoOOOOO0ODOOO
0 1 A I 0 0 A B A O B R M R
“ suggestion” 00000000000 OO0OOOO
ooooooooogosgooooooooor o

230 KSR, 119 Fed. Appx. at 285. (citations omitted).

240 See generally In re Lee, 277 F.3d 1338 (Fed. Cir. 2002); In re Dembiczak, 175 F.3d 994 (Fed. Cir. 1999).

250 Ruiz v. A.B. Chance Co., 234 F.3d 654, 665 (Fed. Cir. 2000) (quoting Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d

1568, 1572 (Fed. Cir. 1996)).
260 See Inre Lee, 277 F.3d at 1343-45.

270 1d. at 1340 (quoting Ex parte Lee, No. 1994-1989 (Bd. Pat. App. & Int. Aug. 30, 1994; on reconsid'n Sept. 29, 1999)).

280 Id. at 1344-45.

290 In re Dembiczak, Dembiczak D 0 0 00000000 CCOO0O0O0000O0O0O0OOOOOOOOOOOOOOO0O0OO0OO
gobooobooooooooooooboooboooooobooboooOo0oOooOoboOooOoooboooDObOOoDObOoDOoOoDbOoODbOo
gooooooooOoooooooO0U0ooooooO0oooooOOo0o0oooooOoO00OoooooOOO0O0O0175F3dat

1000.

300 Brief for the United States as Amicus Curiae at 9, KSR Int'l Co. v. Teleflex, Inc., et al., No. 04-1350 (May 2006).

tokugikon @ 2007.1.30. no.244



goobooooooocooooooooooooo
0000000000000 0suggestionDO0O0O
coobooooooocooboooor Oooooo
Oo0oO0O0O0O0O0GrahamO O OO0OO0OOOO8O
chOooobOooobOOoooOoobocboooboooan
O* 0000000000000 00D04dGraham
gobooooooooobooobooboooooboo
goooooo

coooooooboooooooooobobocoooo
O0O000oo0Oo0Oo0oocoO00oO00PolicyDOOODOO
ooooDo

OKSROOODOODOOOODODODO DO Amicus Curiaed
ooooo
O00D0O0OO0D Solicitor GeneralOO O O O OO
O0Oamicusbrief0 000000000 DOODO
0000o0ooO0o0oooo0ooooooooooo
goddddooooooooobobobobobobooo
0000o00o0o0o0ooooooooooooooo
goddddoooooooooboboboboooboooo
0 0O O 4 Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 63
0 1998[1] citing Bonito Boats, Inc. v. Thunder Craft
Boats, Inc., 489 U.S. 141, 150-151 (0 19891 0 0 O O
000000000000oooo0oooooooon
000000000000 0D00O000Odesigns and
innovationsD O OO O00OOO0OO0OOOOOOODODOO
goddddoooooooooooboooooon
0000oo0o0ooooooooooooooog
00o0o0oooO0o0oU0oo0oooooooooooo
0 0O 0O 0 O Bonito Boats, 489 U.S. at 151.3032
o000ooooO0oooooO0oooooooooo
do000d0o00o0o0Od0BargaindDOOO0OO0O
0ooooUooooooooooooooooo

O0O0Obar000000O0OO0OOOOOOOOOOO
goao
00000000oooo0ooooooooooo
gdddooooooooobobboboboooooo
dd0d000O0oO0oOoO0oO0oOoooooooooooo
O000o0o0oo0ooo0oUoooooooooo
OO000OCiscoSystemsO OO0 OO0 O00OO0O0O0O
00000o0o00o0oooooooooooooo
godobboooobobbooooooooooo
000000000oo0oooooooooooo
gooooobooobbuooobboooooor
o0oooo®d
0000 0000000000000 oooo
gg” ggooooooboobobbobobobooobooo
00000o0o0o0o0oooooooooooooo
godoboooooobobboooobboosyd
eBayD O OO UOOOOOOOoOOOooOoOOoooOoO
Jdoobobobobobobobobobobooo
OO0OO0DDOFTCO Federal Trade CommissionO
00000000o0o00o0oo0ooooUoooOon
goboooboobboobbouoboooo
0000000000 oooooooooooo
oo oomiioobbooooobuoooooo
020000000000000000000000
GrahamO OO OOOOOOODOOODOOOOO
00o00ooo0oooooooooooooooo
oo0o0oooO0oo0ooO0ooUooooOoooooo
pgobbddddooooooooooooboobooobo
oooooooo

Medimmune, Inc. v. Genentech, Inc.00 O

00000000000 Medlmmune, Inc. v.

310 Graham, 383 U.S. at 30 (emphasis added).

3200 Brief for the United States as Amicus Curiae at 9, KSR Int'l Co. v. Teleflex, Inc., et al., No. 04-1350 (May 2006).

330 Brief Amicus Curiae of Cisco Systems Inc., Microsoft Corp., Hallmark Cards, Incorporated, V.F. Corporation, and Fortune
Brands Inc. at 5, KSR Int'l Co. v. Teleflex, Inc., et al., No. 04-1350 (May 2006).

340 Id.at 7, (citing Transcript of FTC Hearing on Business Perspectives on Patents: Software and the Internet (Feb. 27, 2002) at 351-52).

2007.1.30.n0.244 () tokugikon

me Jusied ey} JeAQ [03U0) ysiigeIsesy I Mo sweidns eyy moH  aITNYYIAO @



Genentech, Inc.0 00000000 OOOOOOO
gddooooooooboobbbbobbooog
oooboooboboobobooobos4a
Jooooooooooboboobobobooooo
oboooboboobooboooobooobooon
gobodbobobobuoobooobooboon
gdddooooooooobbbobobobooog
gobooboboboboobbooobooboon
goooooood
MedimmuneO OO OODOO0OOODOOOOOO
OOGenntecOO0OOODODOOOOODODOOOOO
gooboobobobobobobobuobooooo
000Db0O0000D0e6,331,41500Cabilly oo oo
pgobdddooooooooooooboooobo
go0oboboobobobuobobooobooog
Genentecd 0 O MedimmuneO OO O QO8O OCO0O
O00000" SyngasisOr@M 0000 OOOODO
go0oooooooooboooobooooooo
GenentecO OO0 OOODOCabilly 1 OOO0OD0OO
O00D0OO0OO0O000 MedimmuneO ODOO
SyngasisOr0 000000000 OCODOOOOOO
gdboooboobooboboobooboon
0o00D0oD0DoooDoobooobozo003000OO
MedIimmuned OO GenentechO OO OO OOO0O
000000000000 0000d0Syngasist rOd
obodobobooboboobbooobooboon
O0O00D00O0O0Odeclaratory judgment0 OO OO OO
MedimmuneO OO0 O0O0O0D0DO0OO0OOOCODOOOOO
GenentechO OO DOOODODOODOODOODOO
*0O0000" ®O0000000Gen-Probe, Inc.

v.Vysis, Inc.0 00000000000 OOO" O
00 O jurisdictional test0 D0 0O DOO0OO0O0OO
MedimmuneO OO OO 0O OO
00000000 Declaratory Judgment Act[0*° [0
00000o0oooooooooooooooo
O000000GenProbe0 000000 OOOOO
gododobobboooobbboooooo

D1oooooooboooooooobbooooooo
coobooooooooooOoooobooboooo
Ooooooooooooooboobobooooo

0200000000 00O0000O0000O0000
gooobooooooooboooooboooo
oooooog=d

MedimmuneO 0000 00 0O O I Gen-Probel
0000000o00o0ooo0ooooguggy Lear
v.AdkinsO O OO OoOOooooooooooooo
gdooooOoOoOoOoOoO0O0oOoOOopDOOoOoooo
Ooooooogen

OLleard 000000 booobbbooon
00o00oooooooooooooogoooooo
0dodooooooopooDooD oooooo
oooooo” oooooooo#*poooDooo
oo LearD0OOODOODOOO
godooOo00oO0O0oO0oQ0O0oOoOOOoOULbOooo
goooOoO0opoQoOoOoOoOoOoOoOopoOoUooboooo
0000000000000 DOd0OMedlimmuned
OOO0OOMedimmuneD OOQOOOOOOOOCOO
O00000GenentechODOOOOO0OOOOODOO

350 427 F.3d 958 (Fed. Cir. 2005).

3600 MedIlmmune, Inc. v. Genentech, Inc., No. CV 03-2567, 2004 U.S. Dist. LEXIS 28680, at *17 (C.D. Cal. Apr. 23, 2004).

370 359 F.3d 1376 (Fed. Cir. 2004).

38028 U.S.C.S. § 2201(a) (2006).0 000003 IOIOOOOOOOOOOOOODOODOOOODO" actual case or controversy"

goooooooooooooooooooooo

390 Gen-Probe, 359 F.3d at 1380 (quoting BP Chems. Ltd. v. Union Carbide Corp., 4 F.3d 975, 978 (Fed. Cir. 1993)).

400 395 U.S. 653 (1969).
410 Lear, 395 U.S. at 670.

tokugikon @ 2007.1.30. no.244



0000000000000 Lear00onoQ
OMedimmuneO OO0 O0O0O0O0**0000OO0OOO0
Gen-Probe0 0000000 MedimmuneD OO OO
“goboboooobooooobooor oboooa
O0000000OGenentecD 00000 O0OOOOO
000U00o0o000oo0oooooooooooo
00000000 0OD O Declaratory Judgment Actld
O000000o0o0ooooooooooooo=a

00000 MedimmuneO OO OO0 OOOOO
J00D00D0O000D00000D0ODdDeclaratory
JudgmentActO D0 00000000 O0OOOOOO
000000000o00ooOoooooooooog
00000000000000000OU0Gen-Probe
gooooooobooboboilgboobaon
O Declaratory JudgmentAct0 DO OO0 O0OO0O0OO0OO
0002000000 Leard00ooooOoOOO
0000000000000 O0O0O0policyD OO0
goooooooooooooo

0 0O 00O 0O O Declaratory Judgment Actd0 O O O
000000o0O000oo0o0o0ooooooooo
gdddooooooooobobbobobboobooo
00000o0o0O0o0oooooooooooooo
goooogo#no

00000000o0oo0ooooooooooo
goddoooooooooobobboobobooog
000000o00o0oo0oooooooooooo
000000o0O000oo0o0o0ooooooooo
gdddooooooooobobbobobboobooo
O00000oooooooso

000000 oooooooooobboo
00000oU00oooU00oooUooouooooo

O 00000000 0o0ooooooo+snoo
000000000000 000Gen-Probed 00O
0000oo0o00o0oooooooooooooo
ddooooooooooo* obboboooo” og
0000000D0D00OD0O0O0O0Od Declaratory
JudgmentAct0 000D OOOO0OO0OOOOOO
oo™ goobbbbooooga
00000o0o00o0ooO0oooooooooooo
gooooooooobobobobbbooboood
000000oOooooooooooooo
0000000 Gen-Probe 000000000
00000o0o00o0oooooooooooooo
0000 ODO0O0ODOODeclaratory Judgment Actd
gododogbobuooobbooobobooogda
000U00o0o000ooo0oooooooooooo
goooooobooobobooobooooboo
0000000 ooooooooooooooo
doooooooooooogs»
0000000000000 0Gen-Probe0 00
000U00o0o000oo0oooooooooooo
gooooooooobobobobbbobooada
oooooo
gooboboooooboobobobmooa
00000o0o00o0ooo0oooooooooooo
goooooooo oooobbooooor Ood
O000O0000OObardenD0 0000000000
0000000000000 0O000O0ooogs™
LearnedHandO O OO ODOOOOOOOO OO
0 O O O Declaratory Judgment Act00 0O O" OO
g booooobooooonr ooooor g
00000o0o00o0oooooooooooooo

4200 MedIlmmune, Inc. v. Genentech, Inc., 427 F.3d 958, 963 (Fed. Cir. 2005).

430 1d.

440 S. Rep. No. 1005, 73d Cong., 2d Sess. 2 (1934).
450 1d.

460 1d.

470 Gen-Probe, 1359 U.S. at 1381.

480 Maryland Cas. Co. v. Pacific Coal & Oil Co., 312 U.S. 270, 273 (1941).

490 Cardinal Chem. Co. v. Morton Int'l, 508 U.S. 83, 95 (U.S. 1993).

2007.1.30.n0.244 () tokugikon

me Jusied ey} JeAQ [03U0) ysiigeIsesy I Mo sweidns eyy moH  aITNYYIAO @



oooooooooo o*d
OO0O0OOGenProbe 00 O000O00OOOOOO
Oo0oOOooOOOPolicyDODOOOOOODOOOO
gboobo0db0LearoDO00D0O0OMMODODO
gobooooooooobooobooboooooo
goboooooooobooooooooood
goboooooooooobobooobooboboooooo
gobbooooboooooboooobboooooo
gobooooooboooobooooooboooooboo
goooooocooooooocoooooosd
O0O000D0O0OGen-Probe0 0000000
goboooooooobDoO=Leard 00000

ocooooooooOOOOOOOO0OO00000d

gbbodobbbooobbuooobbuooobbo
goooOoOoOoOoOopoOoUopDOoOopoOoUooOoooo
gooooogsqg
gooooo0oooooUooUooooUoooo
0 000 policyd*0 000000000 Medimmune
0000000000000 0O0O0o0oOOGen-
Probe0 00 0OO0OO0OOOOOOOOOOOOO
googoooooobobobobbboboogd
goooOoOoOoOoOoOoOoOoOoOoOOoUObOboObobDO
goooooooooobbobobbbooboogd
00000000 oopooouooo” oooo

oooooooooooooooooboooooon
ooobooooooooooboooobooooon
obobooooboocooooocOoOooboOoooon
ooobooooooooooooooooooon
ooboooobooocoooobocoOooboooooon
oooooboooooooooooogooosna
KSROOOOOOOOOOOOODOO Solicitor
GeneralOOOOOOOOOOOOOOOODOOO
oooboooooooooobooooobooooon
oooobooooooooooa
ooooobobOobDOoDbDOooOOobooooobooon
oobooOooooocooooocoOoobooooon
ooooooooooooocoooooooon
gobooooooboocooooboooobooooon
uoooooooocoooobcOoOoooOoooon
odooooooooooooooooooooog
obooooboooooooooocoooom s
ooooooooooooobooooboooooon
goooocoooboooobooooboooonooon
goooooboooooooboooboooonogn
oooooooooooobooooboooonooon
uobooooboooooooboobobooooogoon
oooooooobooobooobobooooooon
uo0ooooooooooboooooooooon

5001 Id. at 96 (footnote omitted) (citing Bresnick v. United States Vitamin Corp., 139 F.2d 239, 242 (2d Cir.1943)).

510 Lear, 395 U.S. at 670.

520 See Studiengesellschaft, m.b.H. v. Shell Qil Co., 112 F.3d 1561, 1567 (Fed Cir. 1997), cert. denied, 522 U.S. 996 (1997) U LearO O
gbooboooo"wooboboboboooooooooooboobobo*boooobobooboobobo

530 Gen-Probe, 359 F.3d at 1381-82.

54[] See Lear, 395 U.S. at 670 ("0 0000000000 O00OPublicDoman0 000000000000 O0O0O0O0DOOOODODOO
gooooooooooooooooooooOooOoooboOoOooooOooOoOoOObobOO0O0oOooooooOoOoOooboOoOoooooaon

ooY).

550 MedIlmmune, Inc. v. Genentech, Inc., No. CV 03-2567, 2004 U.S. Dist. LEXIS 28680, at *15 (C.D. Cal. Apr. 23, 2004).

5601 Brief for the United States as Amicus Curiae Supporting Petitioner at 23-24, Medlmmune, Inc. v. Genentech, Inc., et al., No. 05-
608 (May 2006). D0 D0 DO0D0O0O0O0O0O0O0OO0OAmIcusBrief0O0O00O0O00OO0OPolicyD00OOO0OO0OOOODOOOOO
0000000000000000 See, e.g., Cardinal Chem. Co. v. Morton Int'l, Inc., 508 U.S. 83, 100-101 (1993)0 0 0000
gooQoOoQoOoQoOoOoOoOoOOOOODODODOOOOOOOOOOOOOOO; Blonder-Tongue Labs., Inc. v. University of
Ill. Found., 402 U.S. 313,349-350 (1971) 0 D 0O 000000000000 O0ODODOOOOOOOOOOOOOOOOODO
00o000000o0DOO0o00o00O0O00O00O00O0O0O0O000O0DO000O00O0DO0O0ODO0OOODOOODOOOOOD

ooo0ooooO0o0ooooo0oooooOooooooooon)

; Edward Katzinger Co. v. Chicago Metallic Mfg. Co., 329

tokugikon @ 2007.1.30. no.244



cboooooooboooobooobOoOooboon

OOeBayDODODOOODODODOOOOODOKSR Ell:l_prO'ﬁle
coOoooooobOOooobOoobOOoOoboboOon
OO0O0O0OOOGen-Probel D0 O0O0COOODOOO

g00doooooooooo

0000000D0000000000000000 obst4n0onood
Oo0o0ooOoooooo

oooooo

000

goboobboobooboobbooboo
gboooobooobooboobobuo@mooonog
gboooooooboobobobooobooogoom
goboooooooobooboooooo

gogboooboboobooboobboooboo
gbooooooobobobooobooooboobo
gbooooobooboboboooboooboonbo
gbobooboobbooobooboobboon
gboooooobobobooobooooboDbo
gobooboobboooboobooboboon
gboooooobooboooooobooobo
gobooboobboooboobooboboon
gbooooooboboboooboooobooo
gobooboobobooboobooooboboon
gbobooboobbooobooboobboon
gboooooobobobooobooooboDbo
gobooboobobooobooboobboon
gbooooooobobobooobooooboDbo
gbooboboobobooboboobesd

570 0000000000000000O000C0O00D0OO0OO27000000002710(M0CO0O000O000O0O0O00O
00o00oo0ooooO0ooO0O0oODOO00O0DO000000000000000O00O Microsoft Corp. v. AT&T Corp., U.S.
No. 05-10560

2007.1.30.n0.244 ({J) tokugikon

me Jusied ey} JeAQ [03U0) ysiigeIsesy I Mo sweidns eyy moH  aITNYYIAO @



